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1)

MEMORANDUM
From: Associate
To: Senior Partner

Re: Intel Corp. v. Yoga Inside Foundation

You have asked me to review the possible claims under the Lanham Act by Intel for its "Intel
Inside" mark, as against Yoga Inside Foundation for the "Yoga Inside" mark; the defenses the
Yoga Inside Foundation might raise, and how Intel shauld try to overcome those defenses

Claims

Intel should file for trademark infringement, di-lution, and unfair competition by false designation 2

of origin

Al Trademark infringement

To prove infringement of its federally registered trademark, Intel will have to show ownership of

a valid trademark and a likelinood of confusion by Yoga Inside Eoundation's use. A trademark is

a symbol (word, name, device, or combination) used by a merchant to identify and distinguish

the merchant's goods or services from the goods or services of another merchant in commerce. P

15 USC 1127, Use of a trademark seeks to prevent consumer confusion about the source of

the goods or services using the mark.

Page 1 af 9




{Question 7 confinusd)

ID: Trademark Law Anolilk

1. Valid Trademark

As Intel registered its trademark in 1891, more than five years ago, the federal registration of its
trademark is prima facie evidence of the validity of its trademark, 15 USC 1057(b). The burden

shifts to Yoga Inside Foundation to prove invalidity of the mark, as discussed below
2. Likelihood of confusion

To prove likelihood of confusion, Yoga Inside Foundation wil have to prove the nine Polaroid/

Quality Inn/ Sleekecraft factors faver its position,

a) Strength of the Senior Mark. Intel is the senior mark since Intel registered its mark in 1991

as against Foundation's registration in 1996, which is the Junior mark. This factor looks at the
fame, advertising and length of use of the mark. Intel can rely its registration in 1991, as against
1996 as proof of its strength, Intel could also point to the billions it has spent in advertising and
gets in income, plus the surveys of the many advertising professionals and technology analyst
that Intel's brand identity is unique and that Intel has dominance throughout the industry. Intel
may want to, but will likely not have to, bolster these surveys with surveys from actual
purchasers, rather than advertising professionals and technology analysts, who are not directly
the relevant market. Yoga Inside, although also registered, has limitad exposure to the public,

and is much weaker. This factor favors Intel,

b) Similarity of the marks. This factor looks at the sight, sound, spelling and meaning of the ks
marks. Yoga Inside is visually and phonetically similarly to Intel Inside, and shares 50% of

waords in the marks. This factor favors Intel,
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c) Similarity of the products. This factor looks at the overlap of the goods. services and buyers.
Computer hardware and ¥oga are quite different so the analysis turns to the buyers. The Intel
products are widely public technology products used in all strata of society. The direct
purchasers relevant market however is narrow to OEM buyers and certain technology oriented
purchasers. The Foundation service is a non-profit organization in inner-city schools, prisons.
Juvenile detention facilities, drug-treatment centers, and battered women's shelters in 31 states,
(Le., semi-institutional centers) as its relevant market. Although some OEM buyers and certain
technology oriented purchasers may have been, are, or will be incarcerated or in SEMmi-
institutional centers, most QOEM buyers and certain technology oriented purchasers are unlikely
to be incarcerated or in semi-institutional centers. The converse holds true as well. Thus there

Is almost no overlap over buyers, so this factor favors Foundation.

d) Likelihood of entry of senior into junior area. This factors looks both at past, present and
future expansion capability in locations and business opportunities, Foundation is a local Los
Angeles enterprise, but gives classes in 31 states. Although Intel gives yoga classes to its
employees, Intel is unlikely to move into the public sector yoga market as that is far outside the
technology field. Furthermore, while all Foundation locations have computer technology,
whether this computer technology is Intel based is unknown, but based on market share. the
probability is substantial. Even so, Foundation's business is giving Yoga classes, not making
and selling hardware, so the presence of Intel hardware centers is secondary. This factor favors

Foundation.

e) Actual confusion. This factor looks at whether people would believe "(Intel) is a sponsor of

(Yoga Inside Foundation)." Quality Inns, paraphrased. One question is whether such
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association would be immediate and unambiguous. That the Foundation's attorney asked
Stephens about permission fram Intel is not evidence of confusion in the relevant market, but is
rather being a good lawyer, Furthermore Also, Intel's statement that confusion is likely is self-

serving and unweighted. As the connection between Yoga and computer technology s tenuous

at best, this facter favors Foundation

f) Junior user's good faith in adopting the mark. Foundation director Stephens admitted that he
knew of the Intel Inside mark when creating the mark and that the phrase Yoga Inside has dual
meanings of being incarcerated, and feeling confident about yourself Consequently,
Foundation is clearly trying to use the goodwill of "Intel Inside" for its business. But, as a matter
of policy, a trademark holder cannot remove a word from the vocabulary for any reazon. As to
infringement, the issue is whether Foundation director Stephens had bad faith in adopting the
mark. With the differences in relevant markets. buyers, etc., and the public goad faith

Foundation director Stephens had in mind, this factor does not faver either mark holder.

g) Buyer sophistication. This factor compares the goods and services to the age, income.
education and degree of care buyers use in selecting the goods and services. As noted above,
there is likely some overlap of buyers and users of the Intel hardware and Yoga Inside. Based
on the Mead analysis, there is expectancy that Intel buyers are sufficiently sophisticated to
know the difference. With the diverse differences between the Intel goods and Foundation

services, the same is true for the Foundation buyers and users. This factor favors Foundation,
3. Conclusion

As the overall analysis favors Foundation that the likelihood of confusion is low, Foundation is
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likely to win this one,

B. Dilution (Federal Trademark Dilution Act)

The FTDA, 15 USC 1125(c) seeks to protect famous marks from authorized users that atterpt
to trade on the goodwill and established reknown of such marks and thereby dilute their
distinctive quality. IP Lund. An action for violation of FTDA is proper if (1) the mark is famous,
(2) the defendant is making commercial use of the mark, (3) the defendant's use began after
the mark became famous, (4) the mark is capable of dilution, and (5) the defendant's act

caused dilution of the mark. 15 USC 1125(c).

Dilution seeks to prevent consumer confusion about the source of the mark. Boston Pro
Hockey. Dilution is possible without likelihood of confusion, mistake deception (intent) or
competition between the parties. 15 USC 1127. Dilution may be by blurring or tarnishment. A

mark may be distinctive without being famous, but a mark must be distinctive to be famous.

a) Famous mark. The FTDA has 8 non-exclusive factors for determining whether a mark is
famous and distinctive. 15 USC 1125(c){1)

The degree of inherent or acquired distinctiveness of the mark. Intel is a made-up word so it
fanciful, the highest class of distinctive. As a word, "Inside” has the lowest level of
distinctiveness, but paired with Intel moves from being a descriptive word to becoming at least
suggestive, a level that requires imagination for distinctiveness. Since peaple in the technology
field may be expected to have imagination, the mark fulfills this requirement, and arguably is
arbitrary since "Intel Inside" does not have a separate meaning. Based on the popularity of Intel

licensed material based on Intel Inside, the Intel mark also exhibits fame that way. Thus, Intel
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Inside is famous.

b) Duration and extent of use of use. The Intel Inside mark has been in worldside use since

1891.

c) Duration and extent of use of advertising. With worldwide advertising and sales both in the

billions of dollars annually, intel Inside has long and wide use.

d) Geographical extent of trading area. Worldwide.

) Channels of trade. Intel sells its products wholesale to OEMs and to retailers around the

glode, and its products are traded in many venues.

f) The degree of recognition used of the mark holder and other party. Intel has enormous
recognition. Foundation has limited recognition to inner-city schools. prisons, juvenile detentian

facilities, drug-treatment centers, and battered women's shelters in 31 states.

g) Nature and use of the same or similar marks by third parties. There may be other users of

the "-— Inside" style mark, but if so, the use is limited. A trademark search is the way to answer

this question.

h) Reaistration, Intel has been federally registered since 1991,

Thus, Intel is both distinctive and famous.

Page & of 3

v






